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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 8 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 8, it is unclear how the same tool top part can delimit the shape 
of the foam and of the skin since the foam is behind the skin and the layers are 
therefore of difference sizes. For the purposes of examination, this is considered to 
require two different tool top parts, one of which delimits the space of the skin and 
another one of which delimits the shape of the foam. It is noted this rejection was not 
previously included since applicant's claim appeared to suggest that delimit was read so 
broadly that the tool top mold could have layers on it such that the material did not 
directly contact the tool top mold. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1 , 7, 1 0, 1 2, and 1 3 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Ericson(U.S. Patent 3,259,673) in view of Malfliet et al. and DeMoe 
etal.(WO01/26883A1) 

Ericson discloses a method of forming a molded article by spraying a film coating 
into a mold, hardening it to form a film, closing the mold, back foaming the mold with the 
foam dimensions defined by the film and the top of the mold under heat, and removing 
the article from the mold.(Figures 1-4; Col. 6, II. 35-50; Col. 7, II. 50-60; Col. 8, II. 71-75; 
Col. 9, II. 7-9) Since the foam is a urethane foam mixture, it is considered to contain 
reactive foaming ingredients.(Col. 9, II. 43-45) The reference does not disclose inserting 
an elastic skin having a graining on the inside and applying the film to it, and after 
removal from the mold, stripping the elastic skin away. Malfliet et al. discloses a 
method of forming a molded body by inserting an elastic skin(6) having a graining(7) on 
the inside into a receiving mold bottom(2,3,4), the edges of which stabilize the elastic 
skin(Figure 1), applying a liquid polymer to the inside of the elastic skin which is 
hardened to form a molded skin(9), back foaming the mold by introducing a foamable 
mixture into the mold, removing the elastic skin(6), molded skin(9), and foamed 
body(12) from the mold as a unit attached to the tool top(Figure 11), and stripping the 
elastic skin from the molded skin so that graining remains on the molded skin.(Figure 7; 
Abstract; Pg. 4, II. 2-4; Pg. 6, II. 12-13, 26-Pg. 7, II. 1,8-11; Pg. 10, II. 13-20) This 
process prevents the mold seams from being present on the final article.(Pg. 2, II. 24- 
Pg. 3, II. 2) It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use an elastic skin with a grain pattern rather than give the film 
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the pattern of the mold surface since this would prevent the mold seams from being 
present in the final product. (Pg. 2, II. 24- Pg. 3, II. 2) 

The reference does not disclose the mold top part having a channel for heating, 
but rather places the entire mold in an oven.(Col. 8, II. 74-75) DeMoe et al. discloses a 
method of applying a cover to a foamable mixture in a mold wherein the mold is heated 
via heat lines extending through the top and bottom of the mold.(Pg. 2, II. 1-2; Abstract) 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to heat the mold of Ericson and Malfliet et al. using channels in the top and 
bottom of the mold since DeMoe et al. shows this is a known alternative in the art to 
using an oven(Pg. 2, II. 1-2) and since this would reduce the amount of equipment and 
the amount of moving of the mold required. 

Regarding claim 7, Malfliet et al. discloses re-using the elastic skin, by removing 
it from the article and positioning it again in the mold.(Pg. 4, II. 2-4) 

Regarding claim 10, Ericson discloses the film can be polyvinyl chloride.(Col. 3, 
II. 44-45) 

Regarding claim 12, Malfliet et al. discloses a paint film can be applied to the 
inside of the elastic skin after it is placed in the mold.(Pg. 8, II. 1-3) 

Regarding claim 13, while Malfliet et al. does not disclose that different part of the 
elastic skin can be painted different colors, one in the art would appreciate that different 
regions could be painted different colors so the final article would have different colors 
in different locations. 



Application/Control Number: 10/716,128 Page 5 

Art Unit: 1733 

5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ericson, 
Malfliet et al., and DeMoe et al. as applied to claim 1 above; and further in view of 
Jourquin et al.(U.S. Patent 5,662,996). 

The references cited above do not disclose whether the foam is open or closed 
cell, but does indicate the foam is made of polyurethane and the article can be used as 
an instrument panel or trim component.(Col. 7, II. 13-15) Jourquin et al. discloses 
forming a dashboard or trim component having a skin and a polyurethane foam in a 
mold wherein the foam is an open-cell foam.(Abstract; Col. 1 , II. 8-10; Col. 4, II. 22-23) 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to make the foam of Ericson, Malfliet et al., and DeMoe et al. open cell since 
Jourquin et al. shows that articles made of similar materials in similar ways for similar 
end uses use an open cell foam. (Col. 4, II. 22-23) 

6. Claims 1 , 8, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Greene(U.S. Patent 5,938,993) in view of Malfliet et al., Ericson, and DeMoe et 
al.(WO 01/26883A1) 

Greene discloses a method of forming a molded article by forming a silicone skin 
in a mold having the texture of the final described product, injecting a skin coating onto 
the silicone, hardening it to form a film, pouring foamable material into the mold, closing 
the mold, and back foaming the mold with the foam dimensions defined by the film and 
the top of the mold under heat.(Figures 3A-6B; Col. 7, II. 52-57; Col. 8, II. 11-24) Since 
the foam is a urethane foam mixture, it is considered to contain reactive foaming 
ingredients.(Col. 8, II. 17-18) While the reference does not disclose the silicone layer as 
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elastic, one in the art would appreciate that silicone materials are generally elastic. The 
reference does not disclose inserting the silicone skin into the mold, or how the article is 
removed from the mold. Malfliet et al. discloses a method of forming a molded body by 
inserting an elastic skin(6) having a graining(7) on the inside into a receiving mold 
bottom(2,3,4), the edges of which stabilize the elastic skin(Figure 1 ), applying a liquid 
polymer to the inside of the elastic skin which is hardened to form a molded skin(9), 
back foaming the mold by introducing a foamable mixture into the mold, removing the 
elastic skin(6), molded skin(9), and foamed body(12) from the mold as a unit attached to 
the tool top(Figure 1 1 ), and stripping the elastic skin from the molded skin so that 
graining remains on the molded skin.(Figure 7; Abstract; Pg. 4, II. 2-4; Pg. 6, II. 12-13, 
26-Pg. 7, II. 1 , 8-1 1 ; Pg. 1 0, II. 1 3-20) It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to inserting the silicone skin and 
remove it together with the skin coating and foamed mixture since this would allow 
reuse of the mold, since the shape of the article would make it difficult to remove without 
destroying the mold or also removing the silicone layer, and since Malfliet et al. 
discloses this is a known method of using molds with textured skins. (Figure 7; Abstract; 
Pg. 6, II. 12-13, 26-Pg. 7, II. 1,8-11; Pg. 10, II. 13-20) 

The references cited above do not disclose closing the mold prior to inserting the 
foamable material. Ericson discloses closing a mold having a skin layer therein before 
injecting the foamable materials.(Figure 3) It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to inject the foam after 
closing the mold as shown for example by Ericson(Figure 3) since this is a known 
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alternative to closing the mold after injecting the foam and since this would insure the 
foam did not temporarily expand larger than the desired final shape, possibly causing 
problems when the reacting foam was re-compressed into the mold. 

The references cited above do not disclose the mold top part having a channel 
for heating or any heating. DeMoe et al. discloses a method of applying a cover to a 
foamable mixture in a mold wherein the mold is heated via heat lines extending through 
the top and bottom of the mold.(Pg. 2, II. 1-2; Abstract) It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to heat the mold of 
Greene and Malfliet et al. using channels in the top and bottom of the mold since 
DeMoe et al. shows this is a known method in the art to heat a foamable mixture(Pg. 2, 
II. 1-2) and since this would insure the foamable mixture heated and cured adequately. 

Regarding claim 8, while Greene discloses the skin layer can be sprayed on, this 
is clearly only exemplary and other methods such as that of Malfliet et al., which 
discloses injecting or pouring the molded skin resin(Pg. 6, II. 25-28). The mold space 
when the mold is closed is defined by the elastic skin(6) and the top tool part(12). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to pour or inject the skin layer of Greene using a tool top part to delimit the shape 
of the skin layer since Malfliet et al. discloses this is a known alternative in the art for 
applying the skin layer to the interior of a mold.(Pg. 6, II. 25-28) 

Regarding claim 9, while Greene discloses the skin layer is dried, it does not 
disclose heating via a channel in the tool top part. However, the combination of 
Greene, Malfliet et al., and DeMoe et al. does contain a channel in the tool top part used 
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for molding the foam. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to include a channel in the tool top part used to form 
the skin and to heat the skin using this channel since DeMoe et al. shows it is known to 
use channels to heat a mold and since this would dry the skin layer quickly. 

7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Greene, 
Malfliet et al. and DeMoe et al. as applied to claim 1 above, and further in view of 
Staneluis et al.(U.S. Patent 4,925,719). 

Greene discloses the skin layer is polyurethane(Abstract) but does not disclose it 
is a curable polyurethane. Staneluis et al. discloses a method of making a polymeric 
article with a polyurethane skin and a polyurethane foamed core in a mold(130,132) 
wherein the skin layer is a thermoset polyurethane(Col. 1, II. 12-15; Col. 2, II. 25-26; 
Col. 7, II. 8-10) It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to make the molded skin of Greene thermosetting since 
Staneluis et al. discloses that articles made with polyurethane skins and polyurethane 
foams cores in molds can have thermosetting skins.(Col. 1, II. 12-15; Col. 2, II. 25-26) 
Since the polymer can only be either single or multi component and either based on 
aliphatic or aromatic starters as there are no other alternatives, the reference is 
effectively considered to teach these limitations. 

Response to Arguments 

8. Applicant's arguments filed 6/21/06 have been fully considered but they are not 
persuasive. 
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Regarding applicant's argument that Malfliet et al. does not disclose a heated 
channel in the tool top part, DeMoe et al. does. 

Regarding applicant's argument that Malfliet et al. discloses a support on the tool 
top part, and the foam is intended to directly contact the tool top part, both Ericson and 
Green show the foam contacting the tool top part. 

9. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., that it is necessary for individual mold sections to be removed first) are not recited 
in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). Additionally, the claim language is open, 
and the claims are not written such that this step cannot be present. 

Regarding applicant's argument that the foam is inserted into the mold of Malfliet 
et al. prior to closing of the mold, Ericson shows inserting the foam into the intermediate 
space after closing of the mold.(Figure 2) 

Regarding applicant's argument that Malfliet et al. does not disclose hardening 
the skin, Ericson discloses it is fused.(Col. 1, II. 18-20) Greene discloses the skin is 
dried(Col. 8, II. 17) which would form a hardened layer. 

Regarding applicant's argument that one in the art would not think to re-use the 
skin of Malfliet et al., the reference specifically states the skin(liner) can be removed 
from one article and positioned again in the mold, indicating it is re-used. (Pg. 4, II. 2-4) 
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Conclusion 

1 0. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara J. Musser whose telephone number is (571) 

272- 1222. The examiner can normally be reached on Monday-Thursday; alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571)-272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



Application/Control Number: 10/716,128 



Page 1 1 



Art Unit: 1733 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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